REMARKS 

Claims 1-3 are pending in this Application. Claims 1-3 were rejected. 
Applicant has amended claims 1-3. 



35 U.S-C. S103(a) 

Claims 1-3 by Inqarqiola et al. 

The Examiner rejected claims 1-3 under 35 U.S.C. §1 03(a) as being 
anticipated by Ingargiola et al. (5,748,087). 

In making the rejection, the Examiner stated: 

In considering claims 1-3, the claimed subject matter that is 
met by Ingargiola et al. (Ingargiola) includes: 

1) the electronically activated controller is met by the circuit 
board (40); 

2) the activation means and the activation means being 
pressure based is met by the switch (54 A); 

3) the alarm means is met by the visual alarm(46). 

- Ingargiola does not show: 

1) the device being affixed to the top of a shoe; 

2) the accelerometer based activation means. 

With regards to the device being on top of the shoe, it would 
have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the warning device in an place 
deemed to promote safety. Therefore, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to 
implement the device on top of the shoe, since downward motion to 
activate the switch would have been facilitated easier than a 
sideward motion. 

With regard to the accelerometer based activation means, 
the examiner takes official notice that in the shoe signal art, use of 
accelerometers for activating shoe alarm is well known, and 
therefore, it would have been obvious to one of ordinary skill to 
substitute an accelerometer into the switch, since this would have 
provided a reliable and accurate means for activating the alarm. 
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In order to establish a prima facie case of obviousness under 35 U.S.C. 
§103, the Examiner must demonstrate that there is a suggestion or motivation, 
either in the references themselves, or in the knowledge generally available to 
one of ordinary skill in the art, to modify the references or combine the reference 
teachings. Furthermore, the prior art references must teach or suggest all of the 
claimed features. It is well settled law that the prior art itself must provide the 
motivation for a proposed alteration of a reference. Ex parte Chicago Rawhide 
Manufacturing Co. , 220 U.S.P.Q. 351, (B.O.P.A. 1984). Moreover, the suggestion 
must be plain and clear or the rejection is untenable. Fromson v. Offset Plate, Inc. . 
225 U.S.P.Q. 26, 32 (Fed. Cir. 1985); Kimberlv-Clark Corp. v. Johnson & Johnson . 
223 U.S.P.Q. 603, 610 (Fed. Cir. 1984). The Examiner is not free to pick bits and 
pieces from the prior art and, with the hindsight benefit of applicants 1 disclosure, 
attempt to reconstruct the invention. Orthopedic Eguipment, Inc. v. U.S. . 217 
U.S.P.Q. 193, 199 (Fed. Cir. 1983). 

Although some similarities exist between the present invention and the 
invention described in the Ingargiola et al. patent, the two devices are patentably 
distinct, and there is no motivation or suggestion in the Ingargiola reference that 
it be modified to create the present invention. In fact, some aspects of the 
Ingargiola reference teach away from the distinguishing features of the present 
invention. The structural variations between the two devices, the use of an 
accelerometer, and how and where the device is attached to a shoe are the 
result of the dissimilar functions for which each invention was primarily designed 
to perform. 
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The Ingargiola et al. patent describes a device consisting of a handheld 
transceiver held by a parent/guardian and a transceiver located within a tracked 
individual's footwear. The stated object of this invention is "to provide a system 
for monitoring the location of an individual within a predetermined boundary 
range." It is clear from the words and context of the Ingargiola patent that the 
device is primarily intended to be used as a monitoring/tracking device. It is also 
true that the Ingargiola device comprises a "pushbutton type switch 54A" that can 
be activated by the wearer of the shoe to "alert the parent that the child is in 
trouble." However, the fact that the panic button function is only sparingly 
mentioned in the Ingargiola reference compared to its voluminous description of 
the tracking feature is strong evidence that the Ingargiola device is primarily a 
tracking device. Furthermore, the panic button feature of the Ingargiola device 
only notifies the parent that the child is lost or in danger, by causing "the 
handheld unit [to] produce a higher frequency alarm." A 'panic button' is defined 
as, "a button to push in order to summon help in case of an emergency." 
Wordnet 2.0 , Princeton University (2003). By contrast, the present invention 
would notify everyone within the vicinity of the child, or any other user of the shoe 
alarm, that he or she was being attacked because the alarm is actually on the 
child's shoe. Ingargiola's alarm would only notify the parent or others near the 
handheld unit, who could hear the higher frequency alarm emitted by the 
handheld unit. 

Applicant's invention can also be described as a monitoring device, 
though it is more accurately described as a panic button capable of being 
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activated by the wearer. The monitoring capacity of Applicant's shoe alarm rests 
in the sound emitted from the activated alarm, which is not unlike a child's 
scream or cry for help. The parent would come to the child's assistance upon 
hearing the alarm and using the alarm's sound to locate the child. 

Unlike the Ingargiola device, the monitoring and activation functions of the 
present invention are performed solely by the wearer of the shoe alarm. 
Therefore the monitoring capabilities of the present invention are greatly limited 
compared to the monitoring capacity of the Ingargiola invention, which allows the 
parent/guardian to the shoe's wearer using the handheld transceiver. 

A key distinguishing feature between the Ingargiola device and the 
present invention is that the present invention is a separate device apart from the 
shoe itself. It is designed to be "affixed to the top of a shoe" whereas the 
Ingargiola invention is "integrally formed in each of a pair of footwear apparel." 
There are advantages and disadvantages to integrating the shoe alarm into the 
shoe as in the Ingargiola reference, just as there are advantages and 
disadvantages to having the shoe alarm be a separate device attached to the 
shoe. One advantage of having the device formed into the sole of the shoe is 
that it is unlikely to be lost, so long as the shoe itself is not lost. This factor could 
be of great significance considering the fact that the primary function of 
Ingargiola's device is "monitoring children" who are more prone to lose things. 
Furthermore, by integrating the alarm into a child's shoes, it makes it more 
difficult for the child to tamper with the device. The present invention is only 
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affixed to the shoe so it could be lost more easily, depending on how it was 
affixed. 

The obvious disadvantage of having the shoe alarm integrated into the 
shoe is that it can only be used with one pair of shoes. In contrast, the present 
invention is "preferably removable and may be attached by Velcro or other 
means." The Ingargiola reference teaches away from this removability feature 
for two reasons. The first is that the Ingargiola device is inherently going to be a 
bulkier device than the present invention due to its increased number of features, 
including a transmitter, a receiver, and visual alarm. This larger device would be 
bulky and unsightly if affixed to the top of a shoe such as the present invention. 
The second reason that Ingargiola teaches away from removability was 
mentioned above. That reason being that an integrated system, such as that 
claimed by Ingargiola, would be more difficult to either lose or become subject to 
tampering. If well integrated and concealed, a young child or impaired adult 
could even be unaware of the device's existence, which would make it even less 
prone to tampering or being removed by the shoe-wearing individual to avoid 
being tracked. It would also make it less likely that the attacker would know of 
the tracking device's existence making it less likely that he or she would remove 
the shoes to avoid being tracked. 

By contrast, it is essential that the wearer of the present invention not only 
know of the device's existence, but is also able to use it in while he or she is 
being attacked. It is this critical difference that makes the placement of the 
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device on the shoe and the activation means for the alarm important 
distinguishing features when compared to the Ingargiola device. 

Likewise, the use of an accelerometer as the means of activation for the 
alarm in the present invention is a critical distinguishing feature of the present 
invention. The examiner takes "official notice" that the "use of accelerometers for 
activating shoe alarm(s) is well known" and does not cite any references for the 
use of accelerometers in shoe alarms. 

Section 2144.03(A) of the MPEP states that, "Official notice unsupported 
by documentary evidence should only be taken by the examiner where the facts 
asserted to be well-known, or to be common knowledge in the art are capable of 
instant and unquestionable demonstration as being well-known." The Federal 
Circuit has held that, "[i]t is never appropriate to rely solely on "common 
knowledge" in the art without evidentiary support in the record, as the principal 
evidence upon which a rejection was based." In re Zurko . 258 F.3d 1379, 1885 
(Fed. Cir. 2001). A Google search, performed on December 14, 2005 found no 
shoe alarms comprising an accelerometer as the activation means. Only running 
monitors that use accelerometers in conjunction with shoes were found. The 
accelerometers used in running monitors measure the distance and speed of a 
runner, but do not activate any shoe alarms. No evidence of accelerometers 
being used in conjunction with any shoe alarm was found. As the accelerometer 
is an important part of the present invention, the Applicant traverses the 
Examiner's claim that such knowledge is common in the field of shoe alarms and 



8 



respectfully requests that the Examiner include specific evidence that the 
combination of accelerometers and shoe alarms is commonly known in the art. 

An accelerometer is an important means of activating a shoe alarm 
because it allows a person equipped with the present invention to activate the 
alarm by kicking his or her attacker, kicking violently in the air, or kicking a switch 
on the shoe alarm with his or her other foot. None of these movements require 
the user of the device to use his or her hands, which may be restrained by the 
attacker. 

In conclusion, the Ingargiola device is primarily a monitoring device with a 
panic button being an incidental part of the invention. Even if it were an 
important part of the invention, Ingargiola's panic button only warns the parent 
that the child is in trouble, by causing "the handheld unit [to] produce a higher 
frequency alarm," and must be activated by the "push button type switch." The 
present invention is primarily a panic alarm that allows the wearer of the alarm to 
notify others in the vicinity that he or she is being attacked. It can be removably 
attached to almost any shoe, can be activated by an accelerometer, and can be 
activated by the user without having to use his or her hands, which may be 
restrained by an attacker. Furthermore, as the two inventions do not have the 
same primary purpose it cannot have been obvious to create one invention in 
view of the other. 
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CONCLUSION 

In view of the foregoing amendments and remarks, it is believed that this 
Application is now in condition for allowance. Early and favorable 
reconsideration is respectfully solicited. 

If the Examiner has any questions regarding the foregoing amendments 
and remarks, or if prosecution of this Application could be furthered by a 
telephone interview, the Examiner is requested to telephone the Applicant's 
undersigned attorney. 



NATIONAL IP RIGHTS CENTER, LLC 
550 TOWNSHIP LINE RD. 
SUITE 400 

BLUE BELL, PA 19422 
(610)-680-2301 



Respectfully submitted, 





SCOTT J. FIELDS 
Reg. No. 32,857 
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-- In considering claims 1-3, the claimed subject matter that is met by Ingargiola et 
al(lngargiola) includes: 

1) the electronically activated controller is met by the circuit board(40); 

2) the activation means and the activation means being pressure based is met by 
the switch(54A); 

3) the alarm means is met by the visual alarm(46). 
- Ingargiola does not show: 

1 ) the device being affixed to the top of a shoe; 

2) the accelerometer based activation means. 

With regards to the device being on top of the shoe, it would have been obvious 
To one of ordinary skill in the art at the time the invention was made to incorporate the 
warning device in any place deemed to promote safety. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention to implement the 
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device on the top of the shoe, since a downward motion to activate the switch would 
have been facilitated easier that a sideward motion. 

With regard to the accelerometer based activation means, the examiner takes 
Official notice that in the shoe signal art, use of accelerometers for activating shoe 
alarm is well known, and therefore, it would have been obvious to one of ordinary skill to 
substitute an accelerometer into the switch, since this would have provided an reliable 
and accurate means for activating the alarm. 
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the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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